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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 22 April 2002 . 
2a)n This action is FINAL. 2b)IS This action is non-final. 

3) n Since this application is In condition for allowance except for fornial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) 13 Claim(s) 1-13 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 1-13 is/are rejected. 
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8) P Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Objections 

1 . Claim 1 is objected to because of the following informalities: 
Line 1 0, "special printing" should be - the special printing 

2. With respect to claims 2, 5, 6, 7 and 1 1 , arguments analogous to those 
presented for claim 1, are applicable. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3, 6-8, 11 and 12 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Ban U.S. Patent No. 6,332,170. 

3. With respect to claim 1 , Ban discloses a printer (network printer in fig. 1 ) 
comprising: 

a receiving section (NIC 16 in fig. 2) which receives printing jobs; 

a storage section which stores the received printing jobs (col. 3, lines 39-40); 
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a printing section which executes the printing jobs extracted from the storage 
section (fig. 4); 

a determining section which determines whether the printing jobs received by the 
receiving section include special printing (fig. 4 & col. 2, lines 26-27); 

a display section which displays a list of the printing jobs that are determined as 
including the special printing by the determining section (fig. 4 & col. 2, lines 26-27); 

an input section which accepts a printing job selected by a user from the 
displayed list (fig. 4); and 

a control section which extracts from the storage section the printing job selected 
by the user, and causes the printing section to execute it (col. 4, lines 19-38). 

4. With respect to claim 2, Ban discloses the printer according to claim 1 , wherein 
the control section extracts a printing job that does not include the special printing from 
the storage section and causes the printing section to execute it (col. 5, lines 1 1-25). 

5. With respect to claim 3, Ban discloses the printer according to claim 1 , wherein 
the special printing is printing on a special paper sheet other than a normal paper sheet 
(col. 2, lines 26-27). 

6. With respect to claim 6, Ban discloses a print system comprising: 

at least one terminal (computer) which receives data input for printing and sends 
a printing job for executing the printing based on the input data (fig. 1); and 

a printer (network printer 1) which networked to the terminal and executes the 
printing job sent from the terminal to print data (fig. 1 ), 
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said printer comprising: 

a receiving section which receives printing jobs send from the terminal (NIC 16 in 

fig. 2); 

a storage section which stores the received printing jobs (col. 3, lines 39-40); 

a printing section which executes the printing jobs extracted from the storage 
section (col. 3, lines 35-43); 

a determining section which determines whether the printing jobs received by the 
receiving section include the special printing (fig. 6 & col. 2, lines 23-34); 

a display section which displays a list of the printing jobs that are determined as 
including special printing by the determining section (col. 2, lines 26-27); 

an input section which accepts a printing job selected by a user from the 
displayed list (fig. 4); and 

a control section which extracts from the storage section the printing job selected ' 
by the user, and causes the printing section to execute it (col. 4, lines 21-38). 

7. With respect to claim 7, Ban discloses the print system according to claim 6, 
wherein the control section extracts a printing job that does not include special printing 
from the storage section and causes the printing section to execute it (col, 5, lines 13- 
25). 

8. With respect to claim 8, Ban discloses the print system according to claim 6, 
wherein the special printing is printing on a special paper sheet other than a normal 
paper sheet (col. 2, lines 26-27). 
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9. With respect to claim 1 1 , Ban teaches a printing method comprising: 
receiving printing jobs (NIC 16 in fig. 2); 

determining whether the received printing jobs include special printing (fig. 3); 
executing the printing jobs that are determined as not including special printing 
(col. 5, lines 13-25); 

displaying a list of the printing jobs that are determined as including the special 
printing without executing them (fig. 4 & col. 4, lines 19-38); 

accepting a printing job selected by a user from the displayed list (fig. 4); and 
executing the printing job selected by the user (col. 4, lines 19-38). 

10. With respect to claim 12, Ban teaches a printing method according to claim 11, 
wherein the special printing is printing on a special paper sheet other than a normal 
paper sheet (col. 2, lines 26-27). 



Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ban as 
applied to claim 3 above, and further in view of Elsenberg et al. U.S. Patent No. 
6,452,694 (hereinafter Eisenberg). 

1 1 . With respect to claim 4, Ban discloses the printer according to claim 3 but it does 
not disclose expressly that the special printing is printing on a special paper sheet is a 
tab paper sheet. 

Eisenberg, the same field of endeavor of the special paper printer, discloses a 
printer for performing a special printing on a special paper sheet, wherein the special 
paper sheet is a tab paper (Abstract). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the tab paper printing system of Eisenberg into the printer of Ban. 

The suggestion/motivation for doing so would have been to correctly print text 
and/or graphic objects in the tab area of the tab sheet. 

Therefore, it would have been obvious to combine Ban with Eisenberg to obtain 
the invention as specified in claim 4. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ban as 
applied to claim 3 above, and further in view of Osari et al. U.S. Patent No. 6,169,863 
(hereinafter Osari). 

12. With respect to claim 5, Ban discloses the printer according to claim 3, further 
comprising: 
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a paper feed section which feeds a special paper sheet to the printing section 
(col. 3, line 31); and 

a sensor which senses absence of a special paper sheet in the paper feed 
section (col. 3, lines 32-34), 

wherein when a printing job including the special printing is selected by the user 
through the input section (col. 4, lines 6-38). 

Ban, however, does not disclose expressly that the control section causes the 
display section to display absence of the special paper sheet, on condition that the 
sensor senses absence of the special paper sheet in the paper feed section. 

Osari, the same field of endeavor of the manual feed-in printing system, 
discloses 

a paper feed section which feeds a special paper sheet to the printing section 
(fig. 7A); and 

a sensor which senses absence of a special paper sheet in the paper feed 
section (col. 8, lines 1-12), 

a control section causes the display section to display absence of the special 
paper sheet, on condition that the sensor senses absence of the special paper sheet in 
the paper feed section (col. 8, lines 10-12). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the display of 'no sheet on the manual feed tra/ into the printer of 
Ban. 
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The suggestion/motivation for doing so would have been to inform the user that 
there is no sheet present in the feed tray. 

Therefore, it would have been obvious to combine Ban with Osari to obtain the 
invention as specified in claim 5. 

Claim 9 is rejected under 35 U.S..C. 103(a) as being unpatentable over Ban as 
applied to claim 8 above, and further in view of Eisenberg. 

13. With respect to claim 9, arguments analogous to those presented for claim 4, are 
applicable. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ban as 
applied to claim 8 above, and further in view of Osari. 

14. With respect to claim 1 0, arguments analogous to those presented for claim 5, 
are applicable. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ban as 
applied to claim 12 above, and further in view of Eisenberg. 

1 5. With respect to claim 1 3, arguments analogous to those presented for claim 4, 
are applicable. 
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Conclusion 



16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571) 272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571 ) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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